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DETAILED ACTION 
Preliminary Amendment 

1 . The preliminary amendment submitted in the above-identified application has 
been entered. Claims 28-35 have been cancelled. New claims 36 and 37 have been 
added. Claims 1-27, 36, and 37 are now pending. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-19 and 36 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hamrock et al. (WO 98/1 1 168). 

Hamrock et al. disclose a floor finishing system comprising a radiation curable 
composition and a primer composition wherein the primer composition is coatable over 
a substrate and the radiation curable composition is coatable thereon (Page 6, lines 25- 
30). The radiation curable coating comprises a polyfunctional isocyanurate and a 
hydroxyalkyl acrylate (Page 4, lines 21-30). A preferred monomer is shown on Page 5 
and contains an aromatic group (thus meeting the limitations that the topcoat 
composition comprises an acrylated urethane or an aromatic urethane). The 
cured, coatable composition is readily strippable from the substrate when the latex 
primer is present (Page 7, lines 1-3). In applying the coating compositions of the 
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invention to a suitable substrate, it is preferred that the composition be applied in a 
manner which creates a coating no greater than about 1 .3 mm in thickness (Page 18, 
lines 29-31). With regards to the stripability rating limitations recited in claim 16, the 
Examiner takes the position that such property limitations must be inherently present in 
the coatings taught by Hamrock et al. given that the chemical composition of the 
coatings and the structure of the laminate as taught by Hamrock et al. and as claimed in 
the instant application is identical. All limitations of the claimed invention are either 
disclosed or inherent in the above reference. 

3. Claims 20, 22-24, and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bolgiano et al. (US 4,421,782). 

Bolgiano et al. disclose flooring materials and a process for making such flooring 
materials whereby a substrate (corresponding to the intermediate coating of the 
claimed invention) is treated with a solution comprising water, acrylic acid and a 
surfactant (corresponding to the topcoat of the claimed invention and meeting the 
limitations that the topcoat is UV curable and comprises an aery late). Upon 
irradiating the treated substrate, a tough and durable surface is formed (Column 2, lines 
16-23). The substrate may be treated while on an intermediate support surface or when 
in place on a finished product (Column 3, lines 5-12). The aqueous acrylic acid solution 
comprises 0.1 to about 75 percent by weight of acrylic acid and form about 0.01 to 
about 5 percent by weight of a surfactant (Column 3, lines 48-51). The coatings are 
curable by UV irradiation (see Examples). Examples II states that the coatings were 
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applied to a vinyl-flooring tile. All limitations of claims 20, 22-24, and 27 are either 
inherent or disclosed in the above reference. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bolgiano 

et al. (US 4,421 ,782) in view of Koreltz et al. (WO 94/22965). 

Bolgiano et al., as discussed above, do not state that their floor finishing system 
further comprises a strip agent. 

However, Koreltz et al. disclose compositions used to strip coatings such as floor 
finishes and/or greasy residues from surfaces such as floors and the composition is 
effective in removing multiple coatings comprising urethane/acrylic polymers (Page 1, 
lines 5-9 and Page 3, lines 35-37). 

Accordingly, it would have been obvious to one having ordinary skill in the art to 
add the strip composition disclosed by Koreltz et al. to the floor finishing system 
disclosed by Bolgiano et al. given that such compositions can be used to remove 
multiple coatings comprising urethane/acrylic polymers. 
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5. Claims 20, 22-27 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hamrock et al. (WO 98/1 1 168) in view of Holman et al. (US 
6,444,134 B1). 

Hamrock et al. disclose a floor finishing system (corresponding to the 
strippable laminate finish kit of the claimed invention) comprising a radiation 
curable composition and a primer composition (corresponding to the intermediate 
coating of the claimed invention) wherein the primer composition is coatable over a 
substrate and the radiation curable composition (corresponding to the topcoat of the 
claimed invention) is coatable thereon (Page 6, lines 25-30). The radiation curable 
coating comprises a polyfunctional isocyanurate and a hydroxyalkyl acrylate (Page 4, 
lines 21-30). A preferred monomer is shown on Page 5 and contains an aromatic group 
(thus meeting the limitations that the topcoat composition comprises an 
acrylated urethane or an aromatic urethane). The cured, coatable composition is 
readily strippable from the substrate when the latex primer is present (Page 7, lines 1- 
3). 

Hamrock et al. do not specifically teach that the radiation curable coating (7.e., 
the coating corresponding to the top of the claimed invention) is water borne or that it 
comprises water. 

However, Holman et al. disclose a method of finishing floors wherein the floor 
may be coated with a water based finish including urethane and acrylic polymers and 
copolymers and crosslinking agents (Column 2, lines 1, lines 5-6 and Column 2, lines 3- 
5). Examples of the polymers include aliphatic urethanes, urethane/acrylic polymers and 
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acrylic polymers and theses polymers/copolymers are designed for high performance 
uses, where hardness, flexibility, UV resistance, chemical resistance and abrasion 
resistance are desired. One specific example of the urethane/acrylic copolymer is a 
high solids, radiation curable, water-borne formulation by the trade name of NEORAD 
3709 (Column 4, lines 1 1-36). Preferably, the coating compositions have a solids 
content of 30-70 wt.% based on the total weight of the composition (Column 4, lines 1- 
5). 

Accordingly, it would have been obvious to one having ordinary skill in the art to 
replace the radiation curable coating comprising a polyfu notional isocyanurate and a 
hydroxyalkyl acrylate, as taught by Hamrock et al., with a water based finish including 
urethane and acrylic polymers and copolymers and crosslinking agents given that 
Holman et al. specifically teach that such water-borne coatings exhibit high hardness, 
flexibility, UV resistance, chemical resistance and abrasion resistance. With regards to 
the limitation that the polymerized topcoat can be at least partially stripped from the tile 
in 30 minutes and that the intermediate coating has a stripability rating of 6 or more on a 
7 point scale and that the topcoat has a stripability of 4 on a 7 point scale, the Examiner 
takes the position that such limitations must be met by the coatings taught by Hamrock 
and Holman given that the chemical composition of theses coating and that of the 
claimed invention are identical. 



6. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamrock et al. (WO 98/1 1 168) in view of Holman et al. (US 6,444,134 B1 ) and Koreltz 
et al. (WO 94/22965). 
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Hamrock et al. and Holman et al., as discussed above, do not teach that the floor 
finishing system (corresponding to the strippable laminate finish kit of the claimed 
invention) further comprises a strip agent. 

However, Koreltz et al. disclose compositions used to strip coatings such as floor 
finishes and/or greasy residues from surfaces such as floors and the composition is 
effective in removing multiple coatings comprising urethane/acrylic polymers (Page 1, 
lines 5-9 and Page 3, lines 35-37). 

Accordingly, it would have been obvious to one having ordinary skill in the art to 
add the strip composition disclosed by Koreltz et al. to the floor finishing system 
disclosed by Hamrock et al. given that such compositions can be used to remove 
multiple coatings comprising urethane/acrylic polymers. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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7. Claims 20-27 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 20-27and 41-51 
of copending Application No. 09/560,170. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the additional 
limitations recited in claims 20-27 and 41-51 of copending Application No. 09/560,170 
are inherent in the laminate finish kit of the instantly claimed invention. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheeba Ahmed whose telephone number is (571)272- 
1504. The examiner can normally be reached on Mondays and Thursdays from 9:30am 
to 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (571)272-1535. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




